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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Inter Partes Reexamination of* Control No.: 95/001,461
Baliarda et al. Confirmation No.: 1170
Patent No.: 7,312,762 Art Unit: 3992

Filed: April 13, 2004 Examiner: James A. Menefee
For: LOADED ANTENNA

Mail Stop Inter Partes Reexamination
ATTN: Central Reexamination Unit
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

THIRD PARTY REQUESTER’S OPPOSITION UNDER 37 CFR §§ 1.182 AND 1.183 TO
PATENT OWNER’S PETITION TO VACATE DIRECTOR’S DECISION

Dear Sir:

Third Party Requester and the Real Party in Interest, Samsung Electronics Co. Ltd
("Requester" or "Samsung"), opposes the “Patent Owner’s Petition Under 37 C.F.R. § 1.182 to
Vacate Decision on Samsung’s Petition Under 37 C.F.R. §§ 1.927 and 1.182” filed on February
14, 2011 (“Patent Owner Petition to Vacate Director’s Decision”). As discussed further below,
Patent Owner’s assertion that the Director’s decision is contrary to the Office’s Rules and the
MPEP is incorrect. As set forth in Samsung’s December 20, 2010 petition, the Rules and
Regulations expressly permit the type of relief granted by the Director’s January 21, 2011

decision (“Director’s Decision™).

It is requested that this opposition paper be considered pursuant to 37 CFR § 1.182 and, if
necessary, under 37 CFR § 1.183. If any fees are required, please charge the required fees to
Novak Druce and Quigg deposit account no. 14-1437.



I.  PERTINENT FACTS

1. October 1, 2010 - A request for inter partes reexamination of claims 1, 7-8, 11, 14-15, 17
and 21 of U.S. Patent No. 7,213,762 (“the ‘762 patent”) was filed and assigned
reexamination control number 90/001,461 (“the ‘1461 reexamination proceeding”).

2. November 19, 2010 - An Order Granting/Denying Request for Inter Partes Reexamination
was mailed in which reexamination was granted for claims 12, 14-15 and 17 but refused
reexamination for claims 1, 7-8, 11 and 21.

3. December 20, 2010 - Requester Samsung filed a petition for reconsideration of the denial to
reexamine claims 1, 7-8, 11 and 21.

4. January 21, 2011 — The Director of the Central Reexamination Unit issued a decision
reversing the denial and granted reexamination of claims 1, 7-8, 11 and 21.

3. February 14, 2011 - Patent Owner Fractus filed a petition to vacate the January 21, 2011
Director’s Decision.

II. ARGUMENT

The Patent Owner argues that the Office does not have the power to address a petition for
reconsideration under 37 C.F.R. § 1.927 when a reexamination order results in “denial of some,
but not all, SNQs within a request.” See Patent Owner Petition to Vacate Director’s Decision 2
(emphasis removed).  Patent Owner argues that other Rules support its assertion that a
reexamination order occurs when any SNQ is adopted while a denial occurs when all SNQs are
not adopted. Id at 3.

Initially, Requester notes that the Office has specifically agreed with an interpretation of 37
C.FR. § 1.927 that permits a petition to be filed when there is no SNQ adopted for a claim
requested to be reexamined even if SNQs are adopted for other claims. For example, a recent
presentation given by Kenneth Schor, PTO Senior Legal Advisor, states with regards to 37
C.FR. § 1.927 petitions:

»  Not a proper g.:&* ition when resxaminalion granted on all the
requesied claims, even though the examiner determined that
sg::sm@ mxmnwm art mf% not raiga an SNQ. Can iile another

| stion request on ﬁa‘% art fﬁé‘éii’%}‘“‘




See Exhibit A, Excerpt of Ken Schor PTO Presentation at 17."  As set forth by Ken Schor, the
Office’s position is that a 37 C.F.R. § 1.927 petition is proper to contest a finding where
reexamination was granted on some, but not all claims as in the instant proceeding. The Office’s
interpretation of 37 C.F.R. § 1.927 is "controlling unless plainly erroncous or inconsistent with
the regulation." Auwer v. Robbins, 519 U.S. 452, 461, 117 S.Ct. 905 (1997) (internal quotation
marks and citation omitted).

The Rules cited by the Patent Owner do not show the Office’s interpretation is “plainly
erroncous or inconsistent with the regulations.” All of the rules cited by Patent Owner are
directed to when an Examiner should order reexamination, but do not address if 37 C.F.R. §
1.927 applies to refusing the entire reexamination request or if it applies to refusing
reexamination of some claims. At most, the Patent Owner’s citations might mean that 37 C.F.R.
§ 1.927 is ambiguous, but even if so this is precisely when Awer deference is given to an
agency’s interpretation of its regulations. Christensen v. Harris Co., 529 U.S. 576, 588, 120
S.Ct. 1655 (2000) (giving Auer deference “when the language of the regulation is ambiguous”).

III.  Conclusion

The Patent Owner has not shown that the Office’s interpretation of 37 C.F.R. § 1.927 is
plainly erroneous of inconsistent. Therefore, the Office should deny the Patent Owner’s Petition
to Vacate Director’s Decision.

Please charge any necessary fee or credit any overpayment pursuant to 37 CFR § 1.16 or

1.17 to the Novak Druce Deposit Account No. 14-1437.

Respectfully submitted,

/Tracy W. Druce/

Novak Druce + Quigg, LLP
Donald J. Quigg

Reg. No. 16,030

Tracy W. Druce

Reg. No. 35,493

James P. Murphy

! Kenneth Schor, “Petition Practice in Patent Reexamination from a USPTO Perspective”, presented at PLI Seminar
— Reissue & Reexamination Strategies and Tactics with Concurrent Litigation 2011 on January 10, 2011 and
February 4, 2011.
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